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DETAILED ACTION 

Specification 

The specification is objected to because of the following informalities: 

reference is made in the specification to a co-pending patent application, but the 
application number is not provided; and 

computer executable hyperlink information is presented in the specification which 
is considered indefinite, because that information may not be the same when the 
application is published based on its filing date. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, 11-13, and 16-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Smolen (US 5,915,243). Smolen is considered to disclose the claimed 
system comprising: 

a user system 101 adapted to monitor delivery of content from a separate 
content delivery entity, communicate user demographic information and user activity 
information to a separate integrating entity (column 3 line 58), and to enable a user to 
navigate at least part of said integrating entity, comprising: 



Application/Control Number: 09/805,678 Page 3 

Art Unit: 3622 

a media player ancillary portion 103 adapted to receive, parse and report to a 
dispatching portion content activity information about content being delivered to a media 
player by said separate content delivery entity; 

a dispatching portion 120 adapted to receive said content activity information and 
send at least part of said content activity information to said separate integrating entity; 
and 

a command and control portion 130 adapted to run on at least the operating 
system of a user device and to allow the user to navigate at least part of the integrating 
entity; and 

a separate integrating entity 140 adapted to receive user demographic 
information and content activity information from said user system, award incentives 
based on at least part of said content activity information, and enable users to redeem 
said incentives (column 7 lines 46-57 wherein the disclosed promotions is considered 
patentably equivalent to the claimed incentive redemption because both provide an 
redemption award for content activity). Smolen is considered to also disclose the 
claimed locally stored dispatch inability (column 6 lines 6-13), send user demographic 
information (column 6 lines 14-19), plug-in application (wherein the disclosed input 
device is considered patentably equivalent to the claimed plug-in application), user log 
on navigation (column 4 line 56), personal computer (column 3 line 59), set top box 
(column 3 line 47), media player implementation (column 5 line 47), other device 
implementation (column 5 line 48), content delivery entity implementation (column 4 line 
26), fixed value incentives (column 3 line 30), award functionality adjustment content 
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characteristic (column 2 line 35), award functionality adjustment infrastructure 
characteristic (column 2 line 22), and award functionality adjustment demographic 
characteristic (column 2 line 51). 

Claims 20-24, 28-34, 38-41 , and 44-45 are rejected under 35 U.S.C. 102(b) as 
being anticipated by O'Brien et al. (US 5,832,457). O'Brien is considered to disclose 
the claimed system and process comprising: 

a user system 12 adapted to operate on a user device, which user device 
includes at least one content reception application, the user system including: 

a monitoring computer program adapted to monitor delivery of content and 
generate content activity information based on content being delivered to said content 
reception application (column 5 lines 26-30); 

a communications computer program adapted to receive at least part of said 
content activity information and sent at least part of said content activity information, 
coupled with demographic information related to the user of the user device, to a 
separate central system (column 5 lines 48-61); and 

a coordination computer program adapted to enable the user to log onto said 
separate central system in order for at least part of said content activity information and 
user demographic information to be sent to said separate central system, and to enable 
the user to navigate at least part of said separate central system (column 5 line 62 
through column 6 line 15); and 
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a central system located separately from said user system, adapted to receive, 
store and process at least part of said content activity information and user 
demographic information from said user system, and to award incentives selectively and 
variably based on characteristics of at least said content activity information (column 8 
lines 4-66) or alternatively 

a user system adapted to operate on a user device 10 , which user device 
includes at least one content reception application, the user system including: 

monitoring means 13 for monitoring content being received by said content 
reception application and generating content activity information based on at least one 
characteristic of said content being received; 

communication means 16 for sending at least pad of said content activity 
information to a separate central system; and 

coordination means 20 for allowing the user to log on to said central system and 
to navigate at least pad of said central system in order to check status of incentives and 
to redeem at least pad of said incentives (wherein the disclosed personal computer 
implies log onto a central system because the disclosed purchase files discusses user 
access from a checkout dababase); and 

a central system 24 located separately from said user system, comprising: 

means for receiving, storing and processing at least part of said content activity 
information 26, and for awarding incentives at least partially selectively and variably 
based on characteristics of at least said content activity information 28 or a process 
thereof. O'Brien is considered to also disclose the claimed media player plugin (column 
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5 line 27), tray application 21 , log on visual interface (column 8 line 1 1 ), personal 
computer (column 5 line 62), communication and coordination user device 
implementation (column 1 lines 23-32), communication and coordination other user 
device implementation (column 1 lines 24-42), and particular user incentives with a fixed 
value and related product information generation (column 6 lines 26-52). 



Claim Rejections - 35 USC § 103 

the following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smolen in 
view of Golden et al. (US 5,761 ,648). Smolen is considered to disclose the claimed 
invention as discussed above under the anticipatory rejection except for the claimed 
wireless device. Golden is considered to disclose the claimed wireless device at 



Application/Control Number: 09/805,678 Page 7 

Art Unit: 3622 

column 1 lines 10-19. It would have been obvious to those skilled in the art to provide 
the wireless device to the teachings of Smolen for the purpose of communicating 
demographic and content activity information over a wireless communication channel. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smolen 
in view of Wolfe et al. (EP 0 847 156). Smolen is considered to disclose the claimed 
invention as discussed above under the anticipatory rejection except for the claimed 
parsed streaming audio. Wolfe is considered to disclose the claimed parsed streaming 
audio at column 3 lines 9-22. It would have been obvious to those skilled in the art to 
provide the parsed streaming audio to the teachings of Smolen for the purpose of 
communicating demographic and content activity information over a parsed streaming 
audio communication system or process. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smolen 
in view of Goldhaber et al. (WO 97/22074). Smolen is considered to disclose the 
claimed invention as discussed above under the anticipatory rejection except for the 
claimed auction. Goldhaber is considered to disclose the claimed auction from page 17 
through page 22 wherein the disclosed attention brokerage functions in an equivalent 
manner as the claimed auction because both provide redemptive incentives for 
participating in advertisement viewing. It would have been obvious to those skilled in 
the art to provide the auction to the teachings of Smolen for the purpose of 
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communicating demographic and content activity information over a communication 
system or process in a redemptive competitive manner. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smolen 
in view of Cohen et al. (US 5,373,440). Smolen is considered to disclose the claimed 
invention as discussed above under the anticipatory rejection except for the claimed 
sweepstakes. Cohen is considered to disclose the claimed sweepstakes at column 1 
lines 50-56. It would have been obvious to those skilled in the art to provide the 
sweepstakes to the teachings of Smolen for the purpose of communicating 
demographic and content activity information over a communication system or process 
in a redemptive game of chance intriguing manner. 

Claim 25 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Brien in view of Smolen. O'Brien is considered to disclose the claimed invention as 
discussed above under the anticipatory rejection except for the claimed set top box. 
Smolen is considered to disclose the claimed set top box at column 3 line 47. It would 
have been obvious to those skilled in the art to provide the set top box to the teachings 
of O'Brien for the purpose of communicating demographic and content activity 
information over a communication system or process in a manner that would allow 
users an alternative communications means, such as television-type set top boxes. 
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Claim 26 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Brien in view of Golden et al. (US 5,761 ,648). O'Brien is considered to disclose the 
claimed invention as discussed above under the anticipatory rejection except for the 
claimed wireless device. Golden is considered to disclose the claimed wireless device 
at column 1 lines 10-19. It would have been obvious to those skilled in the art to 
provide the wireless device to the teachings of O'Brien for the purpose of 
communicating demographic and content activity information over a wireless 
communication channel. 

Claim 27 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Brien in view of Wolfe et al. (EP 0 847 156). O'Brien is considered to disclose the 
claimed invention as discussed above under the anticipatory rejection except for the 
claimed parsed streaming audio. Wolfe is considered to disclose the claimed parsed 
streaming audio at column 3 lines 9-22. It would have been obvious to those skilled in 
the art to provide the parsed streaming audio to the teachings of O'Brien for the purpose 
of communicating demographic and content activity information over a parsed 
streaming audio communication system or process. 

Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over O'Brien 
in view of Goldhaber et al. (WO 97/22074). O'Brien is considered to disclose the 
claimed invention as discussed above under the anticipatory rejection except for the 
claimed auction. Goldhaber is considered to disclose the claimed auction from page 17 
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through page 22 wherein the disclosed attention brokerage functions in an equivalent 
manner as the claimed auction because both provide redemptive incentives for 
participating in advertisement viewing. It would have been obvious to those skilled in 
the art to provide the auction to the teachings of O'Brien for the purpose of 
communicating demographic and content activity information over a communication 
system or process in a redemptive competitive manner. 



Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over O'Brien 
in view of Cohen et al. (US 5,373,440). O'Brien is considered to disclose the claimed 
invention as discussed above under the anticipatory rejection except for the claimed 
sweepstakes. Cohen is considered to disclose the claimed sweepstakes at column 1 
lines 50-56. It would have been obvious to those skilled in the art to provide the 
sweepstakes to the teachings of O'Brien for the purpose of communicating 
demographic and content activity information over a communication system or process 
in a redemptive game of chance intriguing manner. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington J 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-45 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable either over claims 1-63 of 
copending Application No. 09/766,504 or over claims 1-33 of copending Application No. 
09/797,509. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the present claimed invention comprising a user 
system adapted to operate on a user device, which user device includes at least one 
content reception application, the user system including: a monitoring computer 
program adapted to monitor delivery of content and generate content activity 
information based on content being delivered to said content reception application; a 
communications computer program adapted to receive at least part of said content 
activity information and sent at least part of said content activity information, coupled 
with demographic information related to the user of the user device, to a separate 
central system and a coordination computer program adapted to enable the user to log 
onto said separate central system in order for at least part of said content activity 
information and user demographic information to be sent to said separate central 
system, and to enable the user to navigate at least part of said separate central system 
and a central system located separately from said user system, adapted to receive, 
store and process at least part of said content activity information and user 
demographic information from said user system, and to award incentives selectively and 
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variably based on characteristics of at least said content activity information or 
alternatively a user system adapted to operate on a user device, which user device 
includes at least one content reception application, the user system including: 
monitoring means for monitoring content being received by said content reception 
application and generating content activity information based on at least one 
characteristic of said content being received; communication means for sending at least 
pad of said content activity information to a separate central system; and coordination 
means for allowing the user to log on to said central system and to navigate at least pad 
of said central system in order to check status of incentives and to redeem at least pad 
of said incentives and a central system located separately from said user system, 
comprising: means for receiving, storing and processing at least part of said content 
activity information, and for awarding incentives at least partially selectively and variably 
based on characteristics of at least said content activity information or a process thereof 
is not considered patentably distinct from either the co-pending application comprising a 
platform for presenting a plurality of activities related to said content to users, said 
platform including a database for storing said content; a presentation/interaction 
functionality adapted to permit a user to input user demographic data and engage in 
said activities from said platform; and a processing functionality adapted to cooperate 
with said presentation/interaction functionality to store, process, and provide information 
to and receive information from said presentation/interaction functionality or comprising 
a platform for presenting a plurality of activities related to said content to users, said 
platform including a database for storing said content; a presentation/interaction 
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functionality adapted to allow said users to access content and engage in activities 
related to said content; and a processing functionality adapted to cooperate with said 
presentation/interaction functionality to store, process, and provide information to and 
receive information from said presentation/interaction functionality, said 
presentation/interaction functionality adapted to allow said content providers to access 
said content and view results of said activities engaged in by said users or providing a 
platform to users so that said users can access said content; providing said content and 
activities related to said content to said users; tracking said content consumed by said 
users and said activities engaged in by said users; and awarding users points for 
consuming content and engaging in activities related to said content because each of 
the pending applications provide systems and methods of incentive enabling and 
demographic generation with the obvious variation of using different claim recitations for 
performing the same purpose, using the same process or means, with the same result. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Reference U, cited in this action, is considered to be the most 
relevant non-patent literature reference with respect to the claimed invention. 
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Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Steve Gravini whose telephone number is (703) 308- 
7570 and electronic transmission / e-mail address is steve.qravini(a)uspto.qov . 
Examiner can normally be contacted Monday through Friday from 6:00 a.m. to 3:30 
p.m. If applicants choose to send information by e-mail, please be aware that 
confidentiality of the electronically transmitted message cannot be assured. 
Please see MPEP 502.02. Information may be sent to the Office by facsimile 
transmission. The Official Fax Numbers for TC-3600 are: 



After-final (703) 872-9327 

Official (703) 872-9306 

Non-Official/Draft (703) 872-9325 




STEPHEN GRAVINI 
PRIMARY EXAMINER 



smg 

June 3, 2004 



